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History

 2003 Federal Trade Commission Report 
 2004 National Academy of Sciences Report
 Patent Reform Act of 2005
 Introduced, but not acted upon by either house 

 Patent Reform Act of 2007 
 Passed by U.S. House, not acted upon by Senate

 Patent Reform Act of 2009 
 Introduced, but not acted on by either house
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History – What Didn’t Make the New Law

 Codification of or modification to the factors for 
determining damages
 Changes to the standards for inequitable conduct 
 Applicant quality submissions 
 Changes regarding application publication
 Limitations on continuations or divisionals
 Significant changes to venue rules for 

infringement suits
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Leahy-Smith America Invents Act (the “Act”) –
Major Changes
First-Inventor-to File 
 Reference date for determining prior art changes
 Effective dates for changes

Post Grant Proceedings
 Offensive and defensive
 Effective dates for changes

Other Provisions
 Elimination of false marking claims and best mode 

defense 
 Subject matter carve-outs for tax strategy and human 

organisms; jurisdiction and fee setting authority; etc.
 Effective dates for changes
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First-Inventor-to-File
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First-Inventor-to-File

What it does:
 Limit the opportunities for inventors to claim a 

priority date earlier than their filing date
 Eliminate “swearing behind” a reference
 Eliminate the ability to pre-date an earlier-filed 

patent or application using interference practice
 Establish new derivation practice for attacking 

earlier-filed patents or applications by non-
inventors



6

First-Inventor-to-File

What it does not do:
 Remove requirement of inventorship
 Eliminate the one year grace period for filing after 

direct or indirect inventor disclosures
 Require “absolute novelty”
 Change the types of references, disclosures, etc.

that can be prior art
 Eliminate or substantially modify provisional, 

continuation or divisional practice
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First-Inventor-to-File

Priority Date Basics:
 Prior art for an application (or patent) is defined 

in terms of the application’s priority date
 Art coming before the priority date is typically 

prior art relative to the application
 Art coming after the priority date is typically not 

prior art relative to the application.  
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First-Inventor-to-File

Prior First-to-Invent System
 An application was presumed to have a priority date equal 

to its filing date
 In some cases, applicants could extend their priority date 

as far back as the date of conception:
 For some categories of art, applicants could disqualify 

a reference as prior art by “swearing behind” or 
showing conception before the reference.  
 Applicants could use interference practice to challenge 

an earlier-filed patent or application claiming the same 
subject matter on the grounds that the applicants 
conceived first.
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First-Inventor-to-File

New First-Inventor-to-File System
 The priority date is the effective filing date.
 Some categories of art are excepted from the 

prior art:
 Direct or indirect disclosures by inventor not more 

than one year before the effective filing date
 Any disclosure, patent or application if it is dated 

after a direct or indirect disclosure by an inventor
 Applicants can use derivation practice to attack 

an earlier-filed patent that was “derived” from 
applicants (i.e. the earlier-filed patent was not by 
an inventor).
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First-Inventor-to-File – New 35 U.S.C. 102

Definition of Prior Art – 102(a)
 Patents, printed publications, or in public use, on 

sale, or otherwise available to the public before 
the effective filing date.  See 35 U.S.C. 102(a)(1).
 Patents or published applications having different 

inventorship that were effectively filed before the 
effective filing date.
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First-Inventor-to-File – New 35 U.S.C. 102

Exclusions from Prior Art – 102(b)
 Direct or indirect disclosures by an inventor not 

more than one year before the effective filing 
date.  See 35 U.S.C. 102(b)(1)(A).
 Disclosures by anyone occurring less than one 

year before the effective filing date and after a 
direct or indirect inventor disclosure.  See 35 
U.S.C. 102(b)(1)(B).
 Disclosures in patents or applications that were 

obtained directly or indirectly from an inventor. 
See 35 U.S.C. 102(b)(2)(A).
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First-Inventor-to-File – New 35 U.S.C. 102

Exclusions from Prior Art – 102(b) (continued)
 Disclosures in patents or applications having 

effective filing dates after a direct or indirect 
inventor disclosure.  See 35 U.S.C. 102(b)(2)(B). 
 Patents or applications that, not later than the 

effective filing date, were “owned by the same 
person or subject to an obligation of assignment 
to the same person.” See 35 U.S.C. 
102(b)(2)(C).
 Joint research agreements can create common 

ownership in some circumstances.  See 35 U.S.C. 
102(c)
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First-Inventor-to-File – Derivation Proceedings

Background: What happens when more than one patent or 
application claims the same subject matter? 
 Prior law – Interference practice used to determine 

who invented first. Contested rights were most often 
granted to the first to conceive (i.e., the first to 
invent).  

 New law – Derivation practice used to determine 
whether the applicant of the earlier-filed application 
derived from the applicant of the later-filed 
application.  Contested rights are granted to the 
applicant of the earlier-filed application unless that 
applicant derived the claimed subject matter from the 
applicant of the later-filed application.
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First-Inventor-to-File – Derivation Proceedings

Procedure – Civil Proceedings – Section 291
 May be initiated by “the owner of a patent . . . 

against the owner of another patent that claims 
the same invention and has an earlier effective 
date.  See 35 U.S.C. 291.  
 Must claim that earlier filed patent was derived, 

“from the inventor of the invention claimed in the 
patent owned by the person seeking relief.” See 
35 U.S.C. 291.  
 Must be filed within one year of the date of 

issuance of the earlier-filed patent. See 35 
U.S.C. 291. 
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First-Inventor-to-File – Derivation Proceedings

Procedure – Administrative/USPTO Proceedings
 Initiated by petition filed by applicant of later-filed 

application against an earlier-filed application.  
See 35 U.S.C. 135(a).  
 Petition must be filed within one year of the 

publication of a claim in the later-filed application 
that is “the same or substantially the same as the 
earlier application’s claim to the invention.” See
35 U.S.C. 135(a).
 Petition must basis for finding derivation “with 

particularity. See 35 U.S.C. 135(a).
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First-Inventor-to-File – Derivation Proceedings

Procedure – Administrative/USPTO Proceedings
 Petition shall be made under oath and shall be 

supported by substantial evidence.  See 35 
U.S.C. 135(a). 
 Derivation proceeding tried before the Patent 

Trial and Appeal Board (PTAB).  See 35 U.S.C. 
135(b).  
 PTAB may “correct the naming of the inventor in 

any application or patent at issue.” See 35 
U.S.C. 135(b).  
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First-Inventor-to-File

Effective Date
 All provisions implementing first-inventor-to-file, 

including the new Section 102 and the new 
derivation proceedings take effect eighteen 
months from date of enactment (March 16, 
2013).  
 Provisions apply to all patents and applications 

including a claim with an effective filing date 
more than eighteen months after the enactment 
of the Act (March 16, 2013).  See Act at Section 
3(n)(1).  
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Post Grant Proceedings
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Post Grant Proceedings

Types of Proceedings
 Proceedings for challenging a patent
 Inter partes review – 35 U.S.C. 311-319
 Post grant review – 35 U.S.C. 321-329
 Transitional program for covered business method 

patents (“transitional proceedings”) – Act at 
Section 18
 Reexamination – 35 U.S.C. 302-307

 Procedures for defending a patent
 Supplemental Examination – 35 U.S.C. 257
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Inter Partes Review

Summary
 May be initiated against a wide range of patents 

over a large time window, but for a limited range 
of invalidity grounds
 Replaces inter partes reexamination
 Tried before the PTAB
 May include expert evidence and limited fact 

discovery
 Optionally includes an oral hearing
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Inter Partes Review

Patents that may be challenged
 Any patent in force one year from the enactment 

of the Act (September 16, 2012). 
 Portions of Title 35 implementing inter partes 

review will come into effect one year from 
enactment of the Act and will apply to “any 
patent issued before, on or after that effective 
date.” See Act at Section 6(b)(2).  
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Inter Partes Review

Time window for challenge
 Any time that is more than nine months from the 

issuance of a patent or reissue certificate.  See 
35 U.S.C. 311(c).
 If a post grant review proceeding is initiated, then 

no inter partes review is permitted until the 
completion of the post grant review. See 35 
U.S.C. 311(c).  
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Inter Partes Review

Available Invalidity Grounds
 Only grounds that could be raised under 

Sections 102 or 103 (i.e., lack of novelty or 
obviousness). See 35 U.S.C. 311. 
 Only grounds that are based on prior art 

“consisting of patents or printed publications.”
See 35 U.S.C. 311.  
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Inter Partes Review

Procedure – Petition
 Initiated by petition.  See 35 U.S.C. 311.
 Petition may be filed by anyone other than the 

owner of the patent.  See 35 U.S.C. 311.
 Petition must identify “with particularity” each 

claim to be challenged, grounds on which each 
claim is challenged, and evidence in support of 
the grounds.  See 35 U.S.C. 312(a)(3).
 The petitioner is permitted to include affidavits or 

declarations from experts.  See 35 U.S.C. 
312(a)(4).
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Inter Partes Review

Procedure – Response to Petition
 Patent owner may reply to petition, reply may 

also include expert evidence.  See 35 U.S.C. 
313, 316(a)(8).
 The Director (of the USPTO) is to allow an inter 

partes review if “there is a reasonable likelihood 
that the petitioner would prevail with respect to at 
least 1 of the claims challenged in the petition.”
See 35 U.S.C. 314(a).  
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Inter Partes Review

Procedure – Conduct of Proceedings
 Particulars to be established by regulation, 

though general procedure is established by 
statute.  See 35 U.S.C. 316.  
 Tried before the PTAB.  See 35 U.S.C. 316(c). 
 Limited fact discovery is permitted including, “the 

deposition of witnesses submitting affidavits or 
declarations,” and “what is otherwise necessary 
in the interest of justice.” See 35 U.S.C. 
316(a)(5)(A)-(B). 
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Inter Partes Review

Procedure – Conduct of Proceedings
 Patent owner will have at least one opportunity to file 

an amendment canceling an existing claim or 
proposing a “reasonable number of substitute 
claims.” See 35 U.S.C 316(d)(1). 

 Additional amendments may be allowed to facilitate 
settlement.  See 35 U.S.C. 316(d)(2).  

 The petitioner bears the burden of proving invalidity 
by a “preponderance of the evidence.” See 35 
U.S.C. 316(e). 

 Upon a final written decision, any party may appeal 
to the United States Court of Appeals for the Federal 
Circuit.  See 35 U.S.C 319.
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Inter Partes Review

Procedure – Relationship to Concurrent Civil Actions
 Petition for inter partes review must be filed within 

one year of the petitioner receiving “a complaint 
alleging infringement of the patent.” See 35 U.S.C. 
315(b).  

 A petition for inter partes review may not be filed after 
the petitioner has filed a “civil action challenging the 
validity of the patent.” See 35 U.S.C. 315(a)(1).  

 A declaratory judgment action filed by a petitioner for 
inter partes review is automatically stayed unless the 
patent owner either consents, or alleged 
infringement.  See 35 U.S.C. 315(a)(2).
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Inter Partes Review

Estoppel
 Applies to the petitioner.  See 35 U.S.C. 315(e). 
 Petitioner is estopped from pursuing, “any 

ground that the petitioner raised or reasonably 
could have raised during the inter partes review.”
See id.
 Estoppel applies to subsequent USPTO 

proceedings, civil actions, and proceedings 
before the International Trade Commission.  See 
id.
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Inter Partes Review

Initial Volume Limits
 The Director is authorized to limit the number of 

inter partes review proceedings for each of the 
first four one year periods that inter partes 
reviews are available.  See Act at Section 
6(c)(2)(B).  
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Post Grant Review

Summary
 Relative to inter partes review, post grant review 

is available against a smaller number of patents 
over a smaller time window, but allows more 
potential grounds for invalidity. 
 Procedurally, post grant reviews will be very 

similar to inter partes reviews. 
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Post Grant Review

Patents That May Be Challenged
 Patents with effective filing dates more than 18 

months from the enactment date of the Act 
(March 16, 2013). 

Time Window for Challenge
 Only within nine (9) months of “the grant of the 

patent or of the issuance of a reissue patent.”
See 35 U.S.C. 321(c). 
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Post Grant Review

Available Invalidity Grounds
 Any ground, “that may be raised under 

paragraph (2) or (3) of Section 282(b).  See 35 
U.S.C. 321(b). 
 This includes any challenge under Section 102 

for lack of novelty, Section 103 for obviousness, 
or Section 112.
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Post Grant Review

Procedure – Similarities to Inter Partes Review
 Initiated by petition.  See 35 U.S.C. 321, 322.  
 Requirements for the petition and patent owner 

response are similar.  See 35 U.S.C. 322, 323. 
 Tried before the PTAB under a “preponderance of 

the evidence” standard.  See 35 U.S.C. 326(c), 
326(e).  

 Estoppel provisions are similar. See 35 U.S.C. 
325(e). 

 The Director may implement volume limits for the first 
four years of the proceedings.  See Act at Section 
6(f)(2)(B).  

 Similar relationships between post grant reviews and 
concurrent civil actions.  See 35 U.S.C. 325.
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Post Grant Review

Procedure – Differences from Inter Partes Review
 Two disjunctive standards for granting petition
 “Director determines that the information 

presented in the petition . . . if such information if 
not rebutted, would demonstrate that it is more 
likely that not that at least 1 of the claims 
challenged in the petition is unpatentable,” See 35 
U.S.C. 324(a).  OR
 “[T]he petition raises a novel or unsettled legal 

question that is important to other patents or 
patent applications.  See 35 U.S.C. 324(b).  
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Post Grant Review

Procedure – Differences from Inter Partes Review
 In an infringement suit filed within three months 

of issuance, consideration of a motion for 
preliminary injunction may not be stayed pending 
a post grant review.  See 35 U.S.C. 325(b).
 Post grant review is not available against claims 

of a reissued patent that did not change during 
the reissue.  See 35 U.S.C. 325(f). 
 Post grant reviews will have more extensive 

discovery, “limited to evidence directly related to 
factual assertions advanced by either party in the 
proceedings.” See 35 U.S.C. 326(a)(5).  
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Transitional Program for Covered Business 
Method Patents (“Transitional Proceedings”)
Summary – Modified version of post grant review that 
applies to some existing business method patents. 

Effective Date – Implementing regulations effective 
one year from enactment (September 16, 2012)
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Transitional Proceedings

Patents That May Be Challenged
 “Covered business method patents” that are 

issued before, on or after one year from the 
enactment date (September 16, 2012) and are 
not otherwise subject to post grant review. See 
Act at Section 18(a)(1)(E), 18(a)(2). 
 Covered business method patents claim, “a 

method or corresponding apparatus for 
performing data processing or other operations 
used in the practice, administration, or 
management of a financial product or service, 
except that the term does not apply to patents for 
technological inventions.” See Act at Section 
18(d)(1).  
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Transitional Proceedings

Time Window for Challenge
 Transitional proceedings may be instituted only 

after a petitioner has been “sued for infringement 
of the patent,” or has been “charged with 
infringement under that patent.” See Act at 
Section 18(A)(1)(B). 
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Transitional Proceedings

Available Grounds for Invalidity
 Any ground under prior Section 102(a); OR
 Any disclosure of the inventor made more than 

one year before the effective filing date that, if 
made by another, would be described by Section 
102(a).  See Act at Section 18(a)(1)(C). 
 Practically, this includes assertions that the 

invention was: known or used in this country by 
an inventor; patented by an inventor, or 
described in a printed publication by an inventor.  
See prior 35 U.S.C. 102(a), Act at Section 
18(a)(1)(C).  
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Transitional Proceedings

Procedure – The procedure for transitional 
proceedings is the same as that for post grant review

Estoppel – Unlike inter partes review and post grant 
review, the petitioner in a transitional proceeding is 
only estopped from later asserting grounds that were 
actually raised in the transitional proceedings.  See 
Act at Section 18(a)(1)(D).    

Sunset – Transitional proceedings are configured to 
sunset eight years from the effective date of the Act.  
See Act at Section 18(a)(3).  
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Reexamination

Summary
 Reexamination of the ex parte variety is still available.  
 Substantively, reexamination will not change.  
 Procedurally, the act removes the option to appeal a 

reexamination decision from the PTAB to a federal district 
court.  The only appeal of a PTAB reexamination decision 
will now be to the Federal Circuit.  (The PTAB was 
previously referred to as the Board of Patent Appeals and 
Interferences (BPAI)). See 35 U.S.C. 306.  

 The only appeal of a PTAB decision in a reexamination is 
now to the Federal Circuit.  See id.

 Change is effective immediately on enactment date 
(September 16, 2011) and applies to pending appeals. 
See Act at Section 6(h)(2)(B).  
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Supplemental Examination

Summary
 Supplemental examination may be used by a patent 

owner to request USPTO consideration of issues and 
information that may not have been considered 
during prosecution.  

 A patent owner may request supplemental 
examination to, “consider, reconsider, or correct 
information believed to be relevant to the patent.”
See 35 U.S.C. 257.  

 Supplemental examination can remove issues that 
would otherwise render the patent unenforceable, 
including possibly inequitable conduct.  See 35 
U.S.C. 257.  
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Supplemental Examination

Procedure
 A patent owner may initiate supplemental 

examination by submitting a request. See 35 U.S.C. 
257.  

 Based on the request, the Director will determine 
whether the request raises a “substantial new 
question of patentability.” See id.  

 If the request raises a substantial new question of 
patentability, the Director may order a reexamination.  
See id. 
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Supplemental Examination

Procedure – Continued
 If no substantial new question of patentability is 

raised, the Director will issue a certificate indicating 
that this is the case.  See id.

 The existence of supplemental examination does not 
preclude anti-trust sanctions or limit the authority of 
the Directory to investigate misconduct and impose 
sanctions.  See 35 U.S.C. 257(f)(1)-(2). 

 The Director may report potential fraud to the 
Attorney General. See 35 U.S.C. 257(e).  
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Supplemental Examination

Effective Date
 Section 257 implementing supplemental 

examination comes into effect one year from the 
enactment of the Act (September 16, 2012).  
 When in effect, Section 257 will apply to “any 

patent issued before, on or after” the effective 
date.  See Act at Section 12(c).  
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Other Provisions
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Virtual Marking and False Marking

Virtual Marking
 Patent owners may mark articles with an Internet address 

referencing a free-to-access site listing the relevant patent 
numbers.  See 35 U.S.C. 287(a).  

False Marking
 The right of private parties to sue for statutory false 

marking damages is removed, absent a showing of 
competitive injury. See 35 U.S.C. 292(a).  

 It is no longer false marking to mark an article with an 
expired patent that, before expiration, covered the article.  
See 35 U.S.C. 292(c). 

Effective Date – Both changes apply to all cases pending on, 
commenced on or after the enactment date (September 16, 
2011). 
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Best Mode

Removal as Defense to Infringement
 Failure to disclose the best mode is no longer 

grounds for invalidating a patent.  See 35 U.S.C. 
283(c)(3).  
 This is effective on the date of enactment 

(September 16, 2011).
 Rule applies to all “proceedings” commenced on 

or after that date. See Act at Section 15(c).  
 Curiously, the language of Section 112 

establishing the best mode requirement is 
unaltered.  See Act at Section 4(e); 35 U.S.C. 
112(a). 
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Defense to Infringement based on Prior 
Commercial Use
Summary
 The subject matter restriction of Section 273 is 

removed to provide a prior commercial use 
defense against patents claiming, “subject matter 
consisting of a process, or consisting of a 
machine, manufacture, or composition of matter 
used in a manufacturing or commercial process.”
See 35 U.S.C. 273(a). 
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Defense to Infringement based on Prior 
Commercial Use
Restrictions
 The commercial use must have occurred one 

year before either the effective filing date of the 
patent, or the first public disclosure exempted 
from prior art by new Section 102(b).  
 The defense does not apply against patents 

originating from an “institution of higher learning.”
See 35 U.S.C. 273(e).  

Effective Date – The new defense may be asserted 
against any patent issued on or after the date of 
enactment (September 16, 2011).  
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Changes to Oath/Declaration Requirements

Summary
 Applications can now be made by an inventor or 

a person to whom an inventor has assigned or 
has an obligation to assign.  See 35 U.S.C. 118. 
 Applications must now be amended to include 

the names of the inventor(s).  See 35 U.S.C. 
115. 
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Changes to Oath/Declaration Requirements

Summary – Continued
 Combined assignment/declaration documents 

now permitted.  The recordation of a combined 
assignment/declaration now meets the 
requirement of filing a declaration.  See 35 
U.S.C. 115(e). 

Effective Date
 Applies to applications filed on or after one year 

from the enactment date (September 16, 2012).  
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Third Party Submissions

Post-Issuance
 New category of Section 301 submission is 

created for statements made by the patent owner 
in a proceeding before a Federal court or the 
USPTO in which the patent owner took a position 
on claim scope.  See 35 U.S.C. 301(a)(2).
 Section 301 submissions must be accompanied 

by any information that “addresses the written 
statement.” See 35 U.S.C. 301(c).  
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Third Party Submissions

Post-Issuance
 The USPTO may only consider Section 301 

submissions for determining, “ the proper 
meaning of a patent claim” in a reexamination, 
inter partes review or post grant review. See 35 
U.S.C. 301(d). 
 The submitter of a Section 301(a)(2) statement 

may remain anonymous.  See 35 U.S.C. 301(e).  
Effective Date 
 One year from enactment (September 16, 2012) 

and applies to all patents, “issued before, on or 
after that effective date.”
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Third Party Submissions

Pre-Issuance
 Section 122(e) added to allow third parties to submit 

references during prosecution. 
 References – “any patent, published patent 

application, or other printed publication.” See 35 
U.S.C. 122(e). 

 Time Limit – Must be filed before the earlier of (i) the 
date of a notice of allowance; or (ii) the later of (a) six 
months from the first publication, or (b) the date of 
the first rejection. 

 Effective Date – Effective one year from enactment 
(September 16, 2012) against any applications filed 
before, on or after that date.
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Fee Issues

Fee Setting Authority
 The Director is granted authority to set most patent 

fees, in consultation with a new Patent Public 
Advisory Committee.  See Act at Section 10. 

 The Director’s fee-setting authority is configured to 
sunset in seven years.  See id.

Fee Increase
 15% increase in fees ten days from enactment 

(September 26, 2011)
Microentities
 Microentities are defined as a new class of applicant 

entitled to a 75% discount on fees. See id.
Paper Filing Surcharge
 $400 surcharge for paper filed applications.  See id.
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Fee Issues

Fee Diversion
 A Patent and Trademark Reserve Fee Fund will 

receive any fees collected by the USPTO beyond 
its appropriation for a given year.  See Act at 
Section 22. 
 Congress has the discretion to appropriate the 

Fund back to the USPTO for use on certain 
patent examination-related expenses.  See id.
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Subject Matter Carve-Outs

Tax Strategy Patents
 The Act excludes from patentability, “any strategy for 

reducing, avoiding, or deferring tax liability, whether 
known or unknown at the time of the invention or 
application for patent.” See Act at Section 14(a).  

 Does not exclude from patentability: 
 A “method, apparatus, technology, computer program 

product, or system that is used solely for preparing a tax or 
information return or other tax filing”; or 

 Is “used solely for financial management, to the extent that it 
is severable from any tax strategy and does not limit the use 
of any tax strategy by any taxpayer or tax advisor.” See Act 
at Section 14(c).  
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Subject Matter Carve-Outs

Tax Strategy Patents
 Rule of Construction – Carve out is not to be 

used to imply that any other business methods 
are or are not patentable.  See Act at Section 
14(d). 
 Effective Date – The exclusion is effective on the 

date of enactment  (September 16, 2011) and 
applies to any patent application that is “pending 
on, or filed on or after that date and to any patent 
that is issued on or after that date.” See Act at 
Section 14(e).
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Subject Matter Carve-Outs

Human Organisms
 No patent “shall issue on a claim directed to or 

encompassing a human organism.” See Act at 
Section 33(a). 
 Applies to any applications, “pending on, or filed 

on or after, the date of enactment,” (September 
16, 2011) but will not affect the validity of any 
other patent.  See Act at Section 33(b)(1)-(2).  
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Prioritized Examination

Subject Matter
 The Director is authorized to establish prioritized 

examination for “products, processes or 
technologies that are important to the national 
economy or national competitiveness.” See 35 
U.S.C. 2(b)(2).  

Fee
 The fee for prioritized examination is set at 

$4,800.



63

Advice of Counsel

Codified Rule
 Failure to obtain advice of counsel or to present 

evidence of such advice, “may not be used to 
prove that the accused infringer willfully infringed 
the patent.” See 35 U.S.C. 298.  
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Jurisdiction and Venue

Establishment of the Patent Trial and Appeal Board 
(PTAB)
 Prior Board of Patent Appeals and Interferences 

(BPAI) is renamed as the PTAB.  See 35 U.S.C. 
6(a).   
 The PTAB will have jurisdiction over (i) appeals 

from examiners; (ii) appeals of reexaminations; 
(iii) derivation proceedings; (iv) inter partes 
reviews; and (v) post grant reviews.  See 35 
U.S.C. 6(b).  
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Jurisdiction and Venue

Change of Venue for Civil Actions
 USPTO decisions appealable to Federal district 

court are now appealable to the Eastern District 
of Virginia rather than the District of Columbia.  
See Act at Section 9.  

Clarification of Original and Appellate Jurisdiction
 Claims arising under federal patent law, including 

counterclaims, render a case removable to 
federal court. See Act at Section 19.  
 Such claims also render a case subject to the 

jurisdiction of the Federal Circuit.  See Act at 
Section 19.  



66

Satellite Offices

 The Director is instructed to establish three or 
more satellite patent offices within three years of 
enactment, subject to available resources.  See 
Act at Section 23. 
 One of the three satellite offices is to be in 

Detroit.  See Act at Section 24.  
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COURT ADMISSIONS 

 U.S. District Court for the Northern District of Illinois 

BAR MEMBERSHIPS 

Illinois 
U.S. Patent and Trademark Office 

EDUCATION 

J.D., Chicago-Kent College of Law, 1999 
M.S., Northwestern University, 1991 (Walter P. Murphy Fellowship in Chemical 

Engineering) 
B.A., Albion College, 1989 
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Louis C. Cullman 

AREAS OF PRACTICE 

Mr. Cullman is a partner in the firm’s Orange County office, with a practice that 
focuses on intellectual property.  Prior to joining K&L Gates, Mr. Cullman was a 
partner at  Stradling Yocca Carlson & Rauth, where he practiced patent and trademark 
prosecution, technology licensing, non-infringement, opinions, freedom to operate 
opinions, patentability opinions and litigation support.  Additionally, he maintained a 
generic drug FDA practice.  Prior to entering the legal field, Mr. Cullman co-founded 
and was the chief scientist of Microbiology Reference Laboratory, the first private 
sector laboratory in the United States specializing in infectious disease medicine. 

PUBLICATIONS 

 Author or co-author of over twenty scientific articles in peer-reviewed journals. 

PRESENTATIONS 

 “Biosimilars--Patent Process,” FDA-Orange County Regulatory Affairs (OCRA) 
Educational Conference, Irvine, CA, June 8-9, 2011. 

 “Patent Term Adjustment and Patent Term Extension,” American Conference 
Institute: Hatch-Waxman Boot Camp, San Diego, CA, July 18-19, 2011. 

 American Intellectual Property Association Seminar on Changes to the Patent 
Process, Presentation topic: Procedural formalities to filing a patent application 
and patent publications, New York City, April 7, 2006 (Invited Speaker). 

 “Intellectual Property Law Primer for Startup Companies,” Center for 
Entrepreneurship and Engineering Management, University of California, Santa 
Barbara, November 20, 2003 (Panelist). 

 “Intellectual Property Law Panel,” Global Nanotechnology Conference at  
NASA, NASA Training Center, Moffett Field, CA October 17-18, 2002, (Panel 
Moderator). 

 Law and Life Sciences Symposium at Pepperdine University School of Law, 
April 13, 2002 (Panelist). 

 “Prospects for Improved Serological Diagnosis of Human Monocytotropic 
Ehrlichiosis,” 98th General Meeting of the American Society for Microbiology, 
Atlanta, GA, 1998 (Invited Speaker)..  

PROFESSIONAL/CIVIC ACTIVITIES 

 Member, American Bar Association 
 Member, American Society for Microbiology 
 Member, American Chemical Society 
 Member, American Biosafety Association 
 Member, New York Academy of the Sciences 
 Member, Intellectual Property Section, California State Bar 
 Member, American Intellectual Property Law Association 
 President, International Northwestern Conference on Diseases in Nature 

Communicable to Man,  1998 - 2000 
 Vice President Scientific Chair, International Northwestern Conference on 

Diseases in Nature Communicable to Man, 1997 – 1998 



Louis C. Cullman 

 

 Los Angeles Public Library Foundation, Board of Directors 2004–2007; Co–chair 
Technology Committee 

COURT ADMISSIONS 

 U.S. Court of Appeals for the Federal Circuit 
 U.S. Court of Appeals for the Ninth Circuit 
 U.S. District Court for the Central District of California 
 U.S. Supreme Court 

BAR MEMBERSHIPS 

California 
U.S. Patent and Trademark Office 

EDUCATION 

J.D., Southwestern University School of Law, 1993 (cum laude) 
M.S., Microbiology, California State University, Long Beach, 1986 
B.S., Microbiology, California State University, Long Beach, 1980 
California State Licensed Clinical Microbiologist 
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George D. Dickos 

AREAS OF PRACTICE 

Mr. Dickos’ practice focuses on the legal aspects of technology and, most specifically, 
intellectual property and electronic commerce law.  In that regard, he has been both a 
Coordinator of the Intellectual Property Practice Group within K&L Gates, and of 
the former Electronic Commerce Practice Group.  Throughout his tenure at the Firm, 
he has been responsible for significant intellectual property and technology transfer 
agreements, including technology-related acquisitions and divestitures, both 
domestically and internationally.  Mr. Dickos’ practice includes as a substantial 
component technology development and licensing, particularly in the field of 
computer software.  He is also very active in electronic commerce transactions 
involving website development, hosting and domain name acquisition and transfer.  
His intellectual property practice embraces all aspects of that discipline such as 
worldwide patent, trademark, copyright and trade secret clearance, protection and 
exploitation, as well as dispute resolution.  Specifically, Mr. Dickos’ intellectual 
property practice involves: providing legal opinions concerning intellectual property 
validity and infringement issues; intellectual property dispute resolution, analyzing 
potentially patentable subject matter; preparation and prosecution of patent 
applications; trademark availability analyses; trademark application preparation and 
prosecution; copyright application prosecution; and analyzing the protectability of 
asserted trade secrets or trade dress.   Mr. Dickos has also handled litigation matters 
before various federal courts.  He serves as outside general intellectual property 
counsel for clients having large intellectual property portfolios.  In that capacity, he 
assists in their decision-making processes involving the appropriate methods for 
protecting their intellectual property and in capitalizing upon their intellectual 
property assets. 

PROFESSIONAL BACKGROUND 

Prior to joining K&L Gates, Mr. Dickos served as a Patent Attorney in United States 
Steel Corporation’s Law Department. 
 
Mr. Dickos is a past President of the Pittsburgh Intellectual Property Law Association 
and has served as its Secretary/Treasurer and as a member of its Board of Directors. 
 
He has also served as Chairman of the Publications Committee for the Licensing 
Executives Society. 

PRESENTATIONS 

 “Ethical Issues in Everyday IP Practice,” Carolinas Patent Trademark Copyright 
Law Association, September 2008 

PROFESSIONAL/CIVIC ACTIVITIES 

 Past-President, Pittsburgh Intellectual Property Law Association  
 International Trademark Association  
 American Bar Association (Patent, Trademark and Copyright Law Section)  
 American Intellectual Property Law Association  



George D. Dickos 

 

 Licensing Executives Society (former Section Chair)  
 Past President, St. Nicholas Cathedral  
 Holy Trinity Greek Orthodox Church, Director  

COURT ADMISSIONS 

 Court of Appeals for the Federal Circuit 
 Supreme Court of Pennsylvania 
 U.S. District Court for the Western District of Pennsylvania 

BAR MEMBERSHIP 

Pennsylvania 
U.S. Patent & Trademark Office 

EDUCATION 

J.D., University of Pittsburgh, 1981 
B.S., Virginia Polytechnic Institute and State University, 1978 
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Susan S. Jackson 

AREAS OF PRACTICE 

Ms. Jackson is a partner in the Charlotte office and focuses her practice on all aspects 
of patents, trademarks, copyrights and unfair competition, as well as client counseling, 
licensing and opinion work. She places particular emphasis on patent and trademark 
preparation and prosecution, utilizing her unique chemical engineering background. 
Ms. Jackson has a depth of experience in chemical and materials-related inventions in 
the areas of specialty chemicals, chemistry, additives, surfactants, pigments, 
antimicrobials, energy, fuel cells, materials, films, fibers, nonwovens, polymers, 
bioengineering, and medical devices.  Ms. Jackson has experience across a wide range 
of industries in providing opinions including patentability, non-infringement, and 
invalidity opinions.  She has experience in representing both international and 
domestic clients having both U.S. and foreign patent portfolios. 
 
In addition to her patent practice, Ms. Jackson has a robust trademark practice.  Ms. 
Jackson represents clients on trademark matters across a wide-range on industries 
including retail, technology, computer and other industries.  She has experience in 
representing companies with large trademark portfolios, both U.S. and foreign.  
 
In addition, Ms. Jackson has experience in representing financial and other service 
institutions in intellectual property matters including patent, trademark, licensing, and 
opinion work.  Ms. Jackson has also counseled clients on technology licensing and 
technology development agreements. 

PROFESSIONAL BACKGROUND 

Prior to joining the firm, Ms. Jackson was an in-house intellectual property lawyer at 
Clariant Corporation. She was a guest lecturer on intellectual property at Wake Forest 
University MBA program in 2007. 

PRESENTATIONS 

 Speaker on “Intellectual Property” at ExporTech, a joint program held by the 
Industrial Extension Service of NC State University and the U.S. Export 
Assistance Center, June 2009 

 “Why Intellectual Property? Fundamentals and Issue Spotting in a Business 
Environment,” CLE presentation to In-House Counsel, April 2007  

 “The Interface Between Patent Law and Antitrust Law” CLE presentation, 2006 
 “International Intellectual Property Protection,” presentation at Leaders In 

Innovation Seminar Series sponsored by CPCC, the NC District Export Council 
and the Carolinas US Export Assistance Centers, February 2005 

 “Import and Export Traps for the Unwary,” presentation at North Carolina Bar 
Association's International Law Section Annual Meeting, May 2003 

 “Technology Licensing,” presentation at Fundamentals of Intellectual Property 
Law Seminar sponsored by Lorman, December 2002 
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PUBLICATIONS 

 “The Role of a U.S. Patent in Going Global,” NCBA International Law and 
Practice Section Newsletter, February 2006  

 “Revisiting the Madrid Protocol As It Approaches Its First Anniversary,” 
International Insights Newsletter, Fall 2004 

 “One Year After Dilution's Entry into Federal Trademark Law,” Wake Forest 
University Law Review, Spring 1997 

PROFESSIONAL/CIVIC ACTIVITIES 

 North Carolina Bar Association, Women In Profession Committee, 2011 
 Charlotte Women's Bar (Chapter of the North Carolina Association of Women 

Attorneys, First President and Founding Member, 2005-2006; Member, 2006-
present) 

 American Intellectual Property Law Association  
 Carolina Patent, Trademark and Copyright Law Association 

 Immediate Past President, 2004-2005 
 President, 2003-2004  
 First Vice-President, 2002-2003  
 Second Vice-President, 2001-2002  
 Secretary, 2000-2001  
 Board of Managers, 1999-2000 

 North Carolina Bar Association, Member 
 Wake Forest School of Law, Law Alumni Council, 2007-2009 
 Wake Forest School of Law Board of Visitors, 2009 

BAR MEMBERSHIP 

North Carolina 
South Carolina 
U.S. Patent and Trademark Office 

EDUCATION 

J.D., Wake Forest University, 1997 (Member, Wake Forest Law Review) 
B.S.,  Clemson University, 1994 (magna cum laude; Tau Beta Pi; President and 

Member, National Engineering Honor Society; Phi Kappa Phi) 

ACHIEVEMENTS 

 Best Lawyers in America, Intellectual Property Law, 2011 
 Best Lawyers in America, Intellectual Property Law, 2010 
 North Carolina Super Lawyers, Rising Star Intellectual Property 2010 
 Best Lawyers in America, Intellectual Property Law, 2009 
 “Diversity in Business” award from Charlotte Business Journal, 2006  
 “40 Under 40” award from Charlotte Business Journal for outstanding 

achievements in both business and community involvement, 2004 

 



Susan S. Jackson 

 

REPRESENTATIVE EXPERIENCE 

 Represented global specialty chemicals company and prepared and prosecuted 
patent applications in areas of surfactants, additives, masterbatches, dyes, and 
pigments. 

 Represented national retail chain in private label branding effort and managing its 
trademark portfolio 

 Represented a major U.S. financial institution in preparation and prosecution of 
patent applications for inventions in areas including information security, on-line 
banking, on-line financial transactions, financial instruments and products 

 Represented a university in receiving and managing intellectual property 
donations from corporate donors, including a $38 million donation - the largest in 
the university's history.. 

 Represented medical and research institutions in preparation and prosecution of 
patent applications in bio-chemical systems, bioengineering and medical-related 
inventions 

 



 

 
Newly Signed U.S. Patent Law Will 
Overhaul Patent Procurement, 
Enforcement and Defense 
On September 16, 2011, President Obama signed into law the Leahy-Smith America Invents Act (the 
“Act”), which will substantially affect the way that patents are procured and enforced in the United 
States. 1  The Act makes very significant changes to the patent law.  For example, it implements a new 
first-inventor-to-file system for defining of prior art.  The new system expands the universe of prior art 
available against a patent (or application) to include almost all art before the patent’s effective filing 
date.  This will increase the importance of obtaining an early filing date.  Also, the Act establishes 
new administrative review proceedings for challenging the validity of issued patents at the U.S. Patent 
and Trademark Office (USPTO).  Compared to familiar reexaminations, the new review proceedings 
will feature a more litigation-like procedure including optional expert evidence, limited discovery, and 
oral hearings.  The Act includes many additional changes, large and small, affecting subjects as far-
reaching as the available appeals from reexaminations to the subject matter eligibility of tax planning 
methods and human organisms.  This Client Alert provides an overview of the major provisions of the 
Act.  

I. First-Inventor-to-File 
The new first-inventor-to-file system expands the universe of prior art by severely limiting the 
circumstances under which an applicant can remove potential prior art from before the effective filing 
date.  Under the old first-to-invent system, a reference or other art was presumed to be prior art if was 
dated before the applicant’s filing date.  In certain circumstances, however, the applicant was 
permitted to disqualify references and other art before the filing date, but after the date of conception 
(i.e., the date on which the inventor or inventors conceived of the invention claimed in the patent or 
application).  Under the new first-inventor-to-file system, all references and other art dated before the 
effective filing date are prior art unless they are dated after a public disclosure of the invention made 
directly or indirectly by an inventor.   

What changes – The three most significant results of the first-inventor-to-file system are: (i) it will 
no longer be possible to eliminate a reference or other art as prior art by showing an earlier conception 
date; (ii) it will no longer be possible to use interference practice to overcome earlier-filed patents by 
proving an earlier conception date; and (iii) in some circumstances, a public disclosure made directly 
or indirectly by an inventor will remove potential prior art dated after the public disclosure, but before 
the effective filing date.2   

What stays the same – Under the Act, the inventorship requirement remains.  Patents will still be 
granted only to inventors or those who have an ownership interest derived from inventors.3  The one 

                                                      
1 All citations to Title 35 of the United States Code refer to the versions as amended by the Act, unless otherwise noted.   
 
2 See 35 U.S.C. § 102(a)(1)-(2); (b)(1)-(2). 
 
3 See 35 U.S.C. §§ 115, 118.  
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year grace period for filing after a public disclosure or offer for sale will also remain.4  Additionally, 
applicants may still claim priority to one or more earlier-filed provisional or non-provisional 
applications in the same way as under prior law.5  Also, the form of potential prior art does not 
change.  Patents, printed publications, public uses, and offers for sale that occur prior to an applicant’s 
effective filing date are still potential prior art.6     

Derivation practice – The Act replaces interference practice under the prior law with a new 
derivation practice.  Both the old interference practice and the new derivation practice address the 
situation where more than one inventor claims the same subject matter.  Interference proceedings, 
under the prior law, awarded the contested patent rights, in most cases, to the inventor who conceived 
first.  Under the first-inventor-to-file system of the Act, however, derivation proceedings will award 
the contested patent rights to the first inventor to file, regardless of who invented first.  In other words, 
derivation proceedings will turn on whether the named inventor of the earlier-filed patent derived the 
claimed invention from the work of the named inventor of the later-filed patent (i.e., whether the 
earlier-filed inventor is actually an inventor of the claimed subject matter).  Despite these differences, 
the new derivation practice shares many procedural similarities with the old interference practice.  
Like the old interference proceedings, derivation proceedings may be instituted by bringing a civil 
action in Federal district court or as an administrative proceeding before the newly renamed Patent 
Trial and Appeal Board (PTAB) 7 at the USPTO.8       

Effective date – The first-inventor-to-file provisions described above will take effect eighteen 
months from the enactment of the Act and will apply to all patents and applications including a claim 
with an effective filing date more than eighteen months after the enactment of the Act.9   

II. New Post-Grant Administrative Proceedings 
The Act establishes three proceedings for challenging the validity of issued patents before the 
USPTO: (i) inter partes review; (ii) post-grant review; and (iii) the transitional program for covered 
business method patents (“transitional proceedings”). 10  Inter partes review and post-grant review are 
new tools that may be used by third parties to challenge the validity of issued patents at the USPTO.  
Transitional proceedings are a temporary hybrid of the inter partes review and the post-grant review 
that apply to some business method patents.     

A. Inter partes review 
Summary – Inter partes review replaces the inter partes reexamination proceedings under the old 
law.  Generally, inter partes review may be initiated against a wide range of patents over a large time 
window, though under a limited range of invalidity grounds. 

                                                      
4 See 35 U.S.C. § 102(b)(1)(A).   
 
5 See 35 U.S.C. § 100(i). 
 
6 See 35 U.S.C. § 102(a)(1)-(2). 
 
7 The PTAB replaces the prior Board of Patent Appeals and Interferences.  See Act at Section 7(a). 
 
8 See 35 U.S.C. §§ 291, 135. 
 
9 See Act at Section 3(n)(1). 
 
10 See 35 U.S.C. §§ 311-319, 321-329; Act at Section 18.  
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Patents that may be challenged – Inter partes review may be initiated against any patent in force 
one year from the enactment of the Act.11  Accordingly, many patents currently in force could be 
subjected to future inter partes reviews.  

Time window for challenge – A third party may file a petition for inter partes review any time after 
nine months from the issuance of a patent or reissue certificate.  If a post-grant review proceeding is 
instituted for the challenged patent, however, a petition for inter partes review may not be filed until 
after the post-grant review proceeding has terminated.12     

Available grounds of invalidity – The grounds of invalidity available to be considered in an inter 
partes review are limited to prior art-related grounds (i.e., obviousness or lack of novelty) made “on 
the basis of prior art consisting of patents or printed publications.”13    

Procedure – Inter partes review proceedings are initiated by petition, which may be filed by anyone 
other than the owner of a patent.14  The patent owner may file a response to the petition.15  Both the 
petitioner and the patent owner are permitted to provide expert evidence in the form of affidavits and 
declarations of supporting evidence and opinion.16  The Director will initiate inter partes review if the 
petition establishes, in view of the optional patent owner reply, that “there is a reasonable likelihood 
that the petitioner would prevail with respect to at least 1 of the claims challenged in the petition.”17   

Upon initiation, inter partes reviews will be heard by the PTAB.18  The particulars of the inter partes 
review procedure will not be known until the Director issues relevant regulations, which are expected 
within one year of enactment of the Act.  The general contours of the procedure, however, are 
discernible now from the statute.  The patent owner will have an opportunity to file at least one motion 
to amend the patent by canceling an existing claim and/or proposing “a reasonable number of 
substitute claims” for each challenged claim.19  The petitioner will bear the burden of proving each 
claim to be invalid by a “preponderance of the evidence.”20  Limited fact discovery will be permitted 
including “the deposition of witnesses submitting affidavits or declarations” and “what is otherwise 
necessary in the interest of justice.”21  Upon a final written decision of the PTAB, any party to an inter 
partes review may appeal to the United States Court of Appeals for the Federal Circuit (the “Federal 
Circuit”).22   

Estoppel – If an inter partes review proceeds to a final written decision from the PTAB on any claim, 
the petitioner is estopped from pursuing “any ground that the petitioner raised or reasonably could 

                                                      
11 See Act at Section 6(b)(2). 
 
12 See 35 U.S.C. § 311(c). 
 
13 See 35 U.S.C. § 311.   
 
14 See 35 U.S.C. §§ 311, 312. 
 
15 See 35 U.S.C. § 313.   
 
16 See 35 U.S.C. §§ 312(a)(4), 316(a)(8). 
 
17 See 35 U.S.C. § 314(a).  
  
18 See 35 U.S.C. § 316(c).   
 
19 See 35 U.S.C. § 316(d)(1). 
 
20 See 35 U.S.C. § 316(e).   
 
21 See 35 U.S.C. § 316(a)(5). 
 
22 See 35 U.S.C. § 319.    
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have raised during the inter partes review” either in another proceeding before the office, in a civil 
action, or in a proceeding before the International Trade Commission.23     

Initial volume limits – The Director is authorized to limit the number of inter partes review 
proceedings for each of the first four one year periods that inter partes reviews are available.24   

B. Post-grant review 
Summary – Post-grant review is a new administrative proceeding with procedures very similar to 
those of the inter partes review.  Relative to inter partes review, however, post-grant review applies to 
a smaller number of patents over a much smaller time window, but allows many more grounds for 
invalidity.   

Patents that may be challenged – Post-grant review may be initiated only against patents with 
effective filing dates more than 18 months after enactment of the Act.25     

Time window for challenge – A third party may file a petition for inter partes review against a 
patent only within nine months of the issuance of the patent or reissue patent.26     

Available grounds of invalidity – A post-grant review may be based on any ground “that could be 
raised under paragraph (2) or (3) of Section 282(b).”27  Generally, this includes subject matter 
eligibility under Section 101, lack of novelty under Section 102, obviousness under Section 103, lack 
of enablement or written description under Section 112 and others.  Further, the grounds for post-grant 
review are not limited to patents and printed publications.   

Procedure – The procedure for post-grant reviews will also be defined, in large part, by regulations 
that will be issued by the Director within one year of enactment.  The statutory instructions for post-
grant procedure are very similar to those for inter partes review procedure described above, though 
several differences exist.  For example, the standard for granting a petition for post-grant review is 
different.  The Director may grant a petition for post-grant review if he or she “determines that the 
information presented in the petition filed under Section 312, if such information is not rebutted, 
would demonstrate that it is more likely than not that at least one of the claims challenged in the 
petition is unpatentable.”28  Further, the Director may grant a petition for post-grant review if “the 
petition raises a novel or unsettled legal question that is important to other patents or patent 
applications.”29  Also, due to the larger scope of invalidity grounds, discovery in post-grant reviews 
will be more extensive than in inter partes reviews.30    

                                                      
23 See 35 U.S.C. § 315(e). 
 
24 See Act at Section 6(c)(1)(B). 
 
25 See Act at Section 6(f)(2). 
 
26 See 35 U.S.C. § 321(c). 
 
27 Note that the Act also amends 35 U.S.C. § 282 to designate the paragraphs of the section with letters.  Accordingly, 
new 35 U.S.C. § 282(b)(2)-(3) corresponds to prior 35 U.S.C. § 282, second paragraph, sub-sections (2) and (3).  See Act 
at Section 20(h).   
 
 
28 See 35 U.S.C. § 324(a).    
 
29 See 35 U.S.C. § 324(b).   
 
30 See 35 U.S.C. § 326(a)(5). 
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Estoppel – The estoppel provisions relating to post-grant review are very similar to those relating to 
inter partes review.31   

Initial volume limits – The Director is also authorized to limit the number of post-grant review 
proceedings for each of the first four 1 year periods that post-grant reviews are instituted.32   

C. Transitional Program for Covered Business Method Patents  
Summary – Transitional proceedings, established by Section 18 of the Act, provide a modified 
version of post-grant review under Sections 321-329 that applies to some existing business method 
patents.  

Patents that may be challenged – Only “covered business method patents,” as defined in the Act, 
that are not otherwise subject to post-grant review may be challenged in transitional proceedings.33   

Time window for challenge – Transitional proceedings may only be instituted after a petitioner has 
been “sued for infringement of the patent,” or has been “charged with infringement under that 
patent.”34   

Available grounds for invalidity – The grounds of invalidity available for transitional proceedings 
include those under prior Section 102(a) or disclosures of the inventor made more than one year 
before the filing date that, if made by another, would be described by prior Section 102(a).35  
Practically, this includes assertions that the invention was: known or used in this country by an 
inventor; patented by an inventor; or described in a printed publication by an inventor.36   

Procedure – Transitional proceedings use the same procedure as post-grant reviews described above.   

Estoppel – Estoppel applies against the petitioner only for grounds actually raised in the transitional 
proceedings.37   

Sunset – Transitional proceedings are configured to sunset eight years from the effective date of the 
Act.38   

III. Supplemental Examination 
New supplemental examination proceedings are a tool that may be used by patent owners to bolster 
the strength of their patents by having the USPTO consider issues that were not properly considered 
during initial examination.39  A patent owner may request supplemental examination to “consider, 
reconsider, or correct information believed to be relevant to the patent.”  See id.  Based on the patent 
owner’s request, the Director will conduct a supplemental examination and issue a certificate 
indicating whether a “substantial new question of patentability” is raised.  If a substantial new 

                                                      
31 See 35 U.S.C. § 326(e).   
 
32 See Act at Section 6(f)(1)(B). 
 
33 See Act at Section 18(a)(1)(E), 18(a)(2).   
 
34 See Act at Section 18(A)(1)(B). 
   
35 See Act at Section 18(a)(1)(C).   
 
36 See 35 U.S.C. § 102(a), 102(b).   
 
37 See Act at Section 18(a)(1)(D).   
 
38 See Act at Section 18(a)(3).   
 
39 See 35 U.S.C. § 257.    
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question of patentability is raised, the Director may order a reexamination of the patent.  See id.  The 
Act states that supplemental examinations can remove issues that would otherwise render the patent 
unenforceable, presumably including inequitable conduct.  Supplemental examination, however, 
cannot correct issues relating to conduct that is raised in a civil proceeding or received pursuant to 
certain administrative procedures before the supplemental examination is requested.40  Also, 
supplemental examination does not affect any civil actions commenced before the supplemental 
examination and reexamination, if any, are completed.41   

IV. Defense to Infringement Based on Prior Commercial Use 
The subject matter covered by the prior use exception of Section 273 is expanded to apply to much 
more than just business method patents.  The expanded subject matter includes any “process . . . 
machine, manufacture, or composition of matter used in a manufacturing or other commercial 
process.”42  To avail oneself of the defense, a party must establish by “clear and convincing evidence” 
that the party used the subject matter of an asserted patent at least one year before the earliest of the 
effective filing date and the date of first disclosure that is an exception under new Section 102(b).43  
The defense may not be used against any patents that were “at the time the invention was made, 
owned or subject to an obligation of assignment to either an institution of higher education . . . or a 
technology transfer organization whose primary purpose is to facilitate the commercialization of 
technologies developed by one or more such institutions of higher education.”44   

V. Fee Issues 
Fee increase – The Act brings about a 15% increase in most patent fees effective ten days from 
enactment.45   

Fee setting authority – The Act, for the first time, grants the Director authority to set most patent 
fees, in consultation with a new Patent Public Advisory Committee.  The Director’s fee setting 
authority is configured to sunset in seven years.46  Also regarding fees, micro-entities are defined as a 
new class of applicants entitled to a 75% discount on patent fees.47  Additionally, a new $400 
surcharge is established on all paper filings in order to promote electronic filing.48    

Fee Diversion – One of the most contentious issues in the creation of the Act relates to the diversion 
of fees from the USPTO to general federal use.  The Act addresses fee diversion by establishing a 
Patent and Trademark Fee Reserve Fund (the “Fund”).  Any fees collected by the USPTO over and 
above its appropriation for a given year become part of the Fund.  Congress then has the discretion to 
appropriate the Fund back to the USPTO to use for certain patent examination-related expenses.49   

                                                      
40 See 35 U.S.C. § 257.   
 
41 See 35 U.S.C. § 257.   
 
42 See 35 U.S.C. § 273(a).   
 
43 See 35 U.S.C. § 273(a).   
 
44 See 35 U.S.C. § 273(e).  
 
45 See Act at Section 11(i). 
 
46 See Act at Section 10.    
 
47 See id.   
 
48 See id.  
 
49 See Act at Section 22.   
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VI. Subject Matter Carve-Out for Tax Strategy Patents 
The Act excludes from patentable subject matter “any strategy for reducing, avoiding, or deferring tax 
liability, whether known or unknown at the time of the invention or application for patent.”50  
Specifically, the Act renders such subject matter “insufficient to differentiate a claimed invention from 
the prior art.”51  The tax strategy carve-out is effective on the date of enactment and applies to any 
application that is “pending on, or filed on or after that date and to any patent that is issued on or after 
that date.”52  

VII. Subject Matter Carve-Out for Human Organisms 
The Act requires that “no patent may issue on a claim directed to or encompassing a human 
organism.”53  The human organism carve-out applies to any applications “pending on, or filed on or 
after the date of enactment,” but will not affect the validity of any other patent.54   

VIII. Best Mode 
The Act removes the failure to disclose the best mode as a ground for invalidating a patent.55 
Curiously, the Act does not otherwise eliminate the best mode requirement.  In fact, it modifies the 
form of Section 112, including the first paragraph thereof, without changing the language describing 
the best mode requirement.56  New Section 282(c)(3) is effective on the date of enactment and applies 
to all “proceedings” commenced on or after that date.57   

IX. Marking and False Marking 
The Act brings about two changes to the current law regarding marking.  First, the Act modifies 
Section 287 so as to allow virtual marking.58  Instead of marking articles directly with patent numbers, 
patent owners may, under the new Section 287, mark articles with an Internet address referencing a 
free-to-access site listing the relevant patent numbers.  Second, with regard to false marking, the Act 
(i) eliminates the right of private parties to sue for damages absent proof of a competitive injury; and 
(ii) excludes from false marking the act of marking an article bearing the number of an expired patent 
that covered the article before the patent’s expiration.59  Both the new virtual marking and false 
marking rules are effective immediately and apply to all cases pending on or commenced on or after 
the enactment date.60   

                                                      
50 See Act at Section 14(a).   
 
51 See Act at Section 14(b).   
 
52 See Act at Section 14(e).  
  
53 See Act at Section 33.   
 
54 See Act at Section 33(b)(1)-(2).   
 
55 See 35 U.S.C. § 282(c)(3).   
 
56 See Act at Section 4(e); 35 U.S.C. § 112(a).   
 
57 See Act at Section 15(c).   
 
58 See 35 U.S.C. § 287(a).   
 
59 See 35 U.S.C. § 292.   
 
60 See Act at Section 16(a)(2), (b)(4).   
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X. Conclusion  
The Leahy-Smith America Invents Act will have significant and long-lasting ramifications for the 
U.S. patent system.  Users of the U.S. patent system should be aware of the changes, the effective date 
of each change, and the patents and applications covered by each change.  For example, potential 
patent applicants should understand the new first-inventor-to-file system and the associated benefits of 
an early effective filing date or disclosure date.  Patent owners should consider the benefits offered by 
such new provisions as supplemental examination.  Potential and actual infringement defendants, as 
well as patent owners, should consider the effects of the new prior use defense as well as the strategic 
advantages and disadvantages of the new post-grant administrative proceedings.  All users of the U.S. 
patent system should monitor the regulations and early judicial decisions construing the Act for 
additional clarity regarding its provisions.   
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