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On March 5, 2020, the U.S. District Court for the Northern District of lllinois entered a final judgment on a jury
verdict of approximately $764.6 million in a high profile trade secret misappropriation case — Motorola Solutions,
Inc. v. Hytera Communications Corp. Ltd. [1] This judgment was made possible, in large part, by an earlier order
from the district court holding that the Defend Trade Secrets Act ("DTSA") applies to misappropriation that occurs
outside the United States if (1) the misappropriator is a U.S. citizen or entity, or (2) "an act in furtherance of" the
misappropriation occurred domestically. [2] While Motorola is not the first case to recognize that the DTSA
provides a private right of action for foreign misappropriation, [3] it appears to be the first substantive analysis of
extraterritorial application of the DTSA to date. [4]

CASE BACKGROUND

The Motorola case centered on allegations that Hytera, a Chinese rival of Motorola, misappropriated Motorola's
trade secrets to develop and sell a competing digital radio. [5] Motorola claimed that Hytera hired three engineers
away from Motorola's Malaysian office, and that those engineers stole thousands of technical, confidential
Motorola documents containing trade secrets and source code. [6] According to Motorola, Hytera used Motorola's
trade secrets to develop a state-of-the-art digital radio that was functionally indistinguishable from Motorola's
digital radios. [7] Hytera proceeded to sell its newly developed radios both internationally and in the United States.
[8] While the key actions that enabled Hytera's acquisition of Motorola's trade secrets took place overseas, certain
actions related to the misappropriation occurred in the United States. [9] In particular, Hytera advertised,
promoted, and marketed products embodying the allegedly stolen trade secrets at numerous domestic trade
shows. [10]

THE DISTRICT COURT'S DECISION

Although there is a general presumption that U.S. laws only apply domestically, the district court held that the
DTSA overcomes this presumption and applies extraterritorially. [11] Using the U.S. Supreme Court's framework
for analyzing extraterritoriality issues, [12] the district court found a "clear indication" that Congress intended the
DTSA to apply to foreign conduct. [13] In its analysis, the district court read the DTSA in conjunction with the
Economic Espionage Act ("EEA"), the criminal trade secret misappropriation statute the DTSA partially amended
to create a private right of action, as a "chapter ... [to be] read as a cohesive whole." [14] In doing so, the district
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court determined that Congress intended to extend the extraterritorial provisions of the EEA to the DTSA, subject
to the EEA's requirement of a nexus between misappropriation abroad and activity in the United States. [15] In
light of the EEA's nexus requirement, the district court concluded that the DTSA applies to misappropriation that
occurs outside the United States if (1) the misappropriator is a U.S. citizen or entity, or (2) "an act in furtherance
of" the misappropriation occurred domestically. [16]

Having concluded that the DTSA can be applied extraterritorially, the district court examined whether Hytera
committed "an act in furtherance of" the misappropriation of Motorola's trade secrets in the United States. [17]
The court emphasized that misappropriation is not limited to the "acquisition" of trade secrets, but can also
encompass "disclosure" or "use" of such trade secrets. [18] Because Hytera's alleged acquisition of Motorola's
trade secrets occurred after the effective date of the DTSA, the district court focused on Hytera's alleged use of
Motorola's trade secrets. [19] Notably, the district court found that Hytera advertised, promoted, and marketed
products embodying the allegedly stolen Motorola trade secrets at numerous trade shows in the United States
and that such activities constituted "use" of the trade secrets sufficient to meet the statutory requirement of "an act
in furtherance of" misappropriation. [20] The district court then concluded that Hytera's U.S. activities triggered the
extraterritorial application of the DTSA. [21]

OTHER EXTRATERRITORIAL APPLICATIONS OF THE DTSA

Though Motorola provides perhaps the most detailed justification for the extraterritorial application of the DTSA,
other cases illustrate that a wide range of conduct can qualify as an "act in furtherance of" misappropriation under
the DTSA. For example, in Luminati Networks Ltd. v. BlScience, Inc., the U.S. District Court for the Eastern
District of Texas held that a foreign company could be liable for misappropriation under the DTSA because it used
the trade secrets its employees acquired from their former employer outside the United States in order to provide
a competing service in the United States. [22] As another example, in MACOM Tech. Sols. v. Litrinium, Inc., the
U.S. District Court for the Central District of California held that a foreign individual's "regularly scheduled
business trips" to his employer's California offices, during which he coordinated misappropriation with his future
California employer, constituted "an act in furtherance of the offense ... committed in the United States[.]" [23]
Last, in Micron Tech., Inc. v. United Microelectronics Corp., the U.S. District Court for the Northern District of
California determined that an "act in furtherance of" misappropriation occurred when the defendants sent a
delegation of executives to California to attend a job fair and meet with vendors for the purpose of hiring
engineers and ordering equipment that could be of service in developing and manufacturing products that
incorporated misappropriated trade secrets. [24]

CONCLUSION

As Motorola demonstrates, extraterritorial application of the DTSA can carry significant consequences. A trade
secret owner may be able to sue an alleged misappropriator for trade secret misappropriation that occurred
entirely overseas, as long as the owner can show that an "act in furtherance of" such misappropriation occurred in
the United States. Even relatively limited activities in the United States, such as attending trade shows, can be
enough to trigger extraterritorial application of the DTSA. Both foreign companies and U.S. companies operating
abroad should be aware of the DTSA's potentially far-reaching scope.
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NOTES

[1] No. 1:17-cv-01973, ECF No. 947 at 1 (N.D. lll. Mar. 5, 2020). In addition to its damage award, Motorola is
currently seeking injunctive relief, including a global ban on the manufacture and sale of Hytera products that
utilize Motorola's trade secrets.

[2] See id. at 17 (N.D. lll. Jan. 31, 2020).

[3] See, e.g., Luminati Networks, Ltd. v. BIScience Inc., No. 2:18-CV-00483-JRG, 2019 WL 2084426, at *9-10
(E.D. Tex. May 13, 2019); Austar Int'l Ltd. v. AustarPharma LLC, No. CV198356KMMAH, 2019 WL 6339848, at
*11 (D.N.J. Nov. 27, 2019); ProV Int'l Inc. v. Lucca, No. 8:19-CV-978-T-23AAS, 2019 WL 5578880, at *3 (M.D.
Fla. Oct. 29, 2019); MACOM Tech. Sols. Inc. v. Litrinium, Inc., No. SACV19220JVSJDEX, 2019 WL 4282906, at
*4 (C.D. Cal. June 3, 2019); Vendavo, Inc. v. Price f(x) AG, No. 17-CV-06930-RS, 2018 WL 1456697, at *3 (N.D.
Cal. Mar. 23, 2018); Micron Tech., Inc. v. United Microelectronics Corp., No. 17-CV-06932-MMC, 2019 WL
1959487, at *8 (N.D. Cal. May 2, 2019).

[4] See Motorola Sols., ECF No. 834 at 10—11.

[5] See id. at 2. In addition to bringing trade secrets claims, Motorola also brought a claim against Hytera for
copyright infringement.

[6] See id.

[7] See id.

[8] See id.

[9] See id. at 2, 21.

[10] See id. at 21.

[11] See id. at 4, 23.

[12] See RJR Nabisco, Inc. v. European Cmty., 136 S. Ct. 2090, 2101 (2016).
[13] See Motorola Sols., ECF No. 834 at 15.
[14] Id. at 8.

[15] See id. at 15.

[16] Id. at 17.

[17] Id. at 20-21.

[18] /d. at 17-18.

[19] See id. at 18, 21-22.

[20] Id. at 17, 21.

[21] See id. at 23.

[22] See 2019 WL 2084426 at *11.

[23] 2019 WL 4282906 at *4-5.
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[24] 2019 WL 1959487 at *3—4.
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